Amendment Accompanying RCE 

U.S. Patent Application S.N. 10/020,947 

Tanabe et al. 

Attorney Docket No. 01 1723 

REMARKS 

Claims 1-6 are pending in this application. Claims 1-4 are rejected. Claim 1 has been 
amended herein. New claims 5 and 6 have been added. 

Claim 1 has been amended for clarity to positively recite the electronic device. Accordingly, 
the preamble of the claim has been changed to "an electronic device structure", since the recitation 
includes the electronic device. 

The recitation or new claim 5 is similar to that of original claims 1 and 2, but claim 5 further 
recites that the adhesive layer comprises an acrylic copolymer containing, as a monomer component, 
acrylate including an alkyl group having 2-14 carbon atoms. Support for this recitation may be found 
on page 6, lines 6-8. 

Summary of Interview (telephonic) conducted February 12, 2004, between Examiner 
Chang and Daniel A. Geselowitz. 

A. Paragraph no. 4 of the Office action, regarding whether the phrase "used for affixing part 
of an electronic device" in claim 1 was limiting, was discussed. There was apparent agreement that 
this phrase did not represent a limitation in claim 1 and was acceptable. 

B. D.A.G. explained Applicants' position on the rejection over Lindman et al., and asked the 

Examiner to clarify the rejection. The Examiner referred to column 2, lines 8-9 of the reference, 

which state that the adhesive tape annulus in Lindman serves to dampen mechanical vibrations. The 

Examiner maintained that it is Applicants' obligation to demonstrate "unexpected results" over 
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Lindman. 

C. D.A.G. requested clarification of one point in the Examiner's argument from page 3 of 
the Office action. The Examiner clarified that Lindman's disclosure of "tape used is more or less 
elastic" in column 2, line 25, and "use of hard and non-elastic material" in column 2, line 29, 
referred to the backing on Lindman's adhesive annulus, and not to the adhesive. 

Claims 1-4 are rejected under 35 U.S.C 102(b) as anticipated by, or in the alternative 
under 35 U.S.C. 103(a) as obvious over Lindman et al. (US 5975655). 

Reconsideration of the rejection is respectfully requested in view of the following remarks. 

As noted above, claim 1 has been amended for clarity to positively recite the electronic 
device, and the preamble of the claim has been changed to "an electronic device structure." 

On page 3 of the final Office action, the Examiner responds to the Remarks traversing the 
rejection in the Response of September 15, 2003. The Examiner responds to Applicants' remarks 
regarding the lack of performance limitations on the adhesive annulus in Lindman by repeating that 
"Lindman expressly teaches 'loudspeaker is mounted on a circuit board for devices such as a 
telephone by maintaining requisite sealing and damping between the loudspeaker and the circuit 
board ....". 

In response, Applicants maintain their argument that "maintaining requisite sealing and 

damping" does not represent a disclosure of the specific "maximum of loss tangent" value ("equal 

to or greater than 1") recited in claim 1. Applicants submit that the Examiner has presented no 

-5- 



Amendment Accompanying RCE 

U.S. Patent Application S.N. 10/020,947 

Tanabe et al 

Attorney Docket No. 01 1723 

argument why this would be inherent in Lindman, and that, in fact, this limitation would not be 
inherent in the disclosure of the reference. 

In the interview, the Examiner referred to column 2, lines 8-9, of Lindman in this regard. 
These lines state: "In the illustrated case, the means by which the necessary seal against the board 
and the transmission of occurrent mechanical vibrations are dampened has the form of an adhesive 
tape annulus." Applicants respectfully submit that the stated purpose of dampening the transmission 
of mechanical vibrations does not inherently require the specific limitation of claim 1 . 

In the final Office action, the Examiner also disagrees with Applicants' interpretation of 
Lindman's disclosure that "The use of hard and non-elastic material is also conceivable." The 
Examiner argues that this refers to "the double sided tape as a whole , rather than the adhesive itself." 
In the interview, the Examiner clarified this position by stating that this referred to the backing and 
not to the adhesive. However, Applicants submit that Lindman never distinguishes between the 
adhesive annulus (adhesive tape) and the adhesive itself, and the Lindman reference never refers 
specifically to the "backing". Applicants contend that this illustrates the lack of written description 
regarding the annulus in Lindman, and that there is no description in the reference that can be 
considered to disclose any value of maximum of loss tangent for the "adhesive layer", as would be 
required to anticipate claim 1 . 

Applicants note that the Examiner addresses Applicants' arguments concerning inherency 
at the bottom of page 3 of the Office action. The Examiner here argues for inherency "since the 
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scope of the invention is essentially the same as the instantly claimed invention". Applicants 
respectfully submit that this reasoning is improper. That the prior art has the same general purpose 
as the claimed invention does not necessarily provide evidence of inherency of a value of a specific 
parameter. Applicants also note that there is no disclosure in Lindman to indicate that Lindman's 
device performs at all equivalently to the present invention. 

Applicants again respectfully note that an inherency rejection requires that "the examiner 
must provide a basis in fact and/or technical reasoning to reasonably support the determination that 
the allegedly inherent characteristic necessarily flows from the teachings of the applied prior art" 
(emphasis in original). Given that Lindman gives no details regarding how to make or obtain the 
adhesive annulus, Applicants submit that the limitations of claim 1 cannot possibly necessarily flow 
from Lindman's disclosure. 

Moreover, Applicants maintain their argument that Lindman's disclosure of an adhesive 
annulus that can be "more or less elastic" or "hard and non-elastic" suggests that almost any amount 
of elasticity is permissible and does not suggest any limitation on the maximum of loss tangent, or 
even that the parameter of maximum of loss tangent is in any way important. That is, claims 1-4 are 
non-obvious over as well as not anticipated by Lindman et al. 

Again, reconsideration of the rejection is respectfully requested. 
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If, for any reason, it is felt that this application is not now in condition for allowance, the 

Examiner is requested to contact Applicants undersigned agent at the telephone number indicated 

below to arrange for an interview to expedite the disposition of this case. 

In the event that this paper is not timely filed, Applicants respectfully petitions for an 

appropriate extension of time. Please charge any fees for such an extension of time and any other 

fees which may be due with respect to this paper, to Deposit Account No. 01-2340. 

Respectfully submitted, 



ARMSTRONG, KRATZTQUINTOS, HANSON & BROOKS, LLP 
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